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Remarks 

Claims 1-19 are pending in the application, and 15-19 are withdrawn from 
consideration. Claims 1-14 are rejected. By this paper, claims 1, 9 and 13 are amended. 
Based on the following, consideration of the amended claims, and reconsideration of the 
remaining claims, are requested. 

Restriction Requirement 

Applicants hereby affirm the provisional election of Group I, drawn to claims 

1-14. 

Specification 

By this paper, the specification is amended at paragraph 0005 to correct a 
typographical error. In addition, the specification is amended at paragraph 0016 to include a 
numerical label (20) shown in Figure 1, but not previously described in the text. Paragraph 
0016 is also amended to provide a label for the orifice, previously described in paragraph 
0011, recited in a number of the claims, and illustrated, but not labeled, in Figure 1. 
Paragraph 0018 is amended to more clearly describe what is illustrated in Figure 1. 

Drawings 

By this paper, Figure 1 is amended to include a label (23) for the orifice, which 
was previously described in the specification and claims as originally filed. 

Claim Rejections— 35 U.S.C. § 102 

The Examiner rejected claims 1-3, 9-11, 13 and 14 under 35 U.S.C. § 102(b) 
as being anticipated by U.S. Patent No. 4,945,742 (Schoch). The MPEP states that "'a claim 
is anticipated only if each and every element as set forth in the claim is found, either expressly 
or inherently described, in a single prior art reference."' MPEP § 2131, 8 th ed., Rev. 1 
(citation omitted). The MPEP further states that "'the identical invention must be shown in 
as complete detail as is contained in the claim.'" Id. (citation omitted). Because claims 1-3, 
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9-11, 13 and 14 each contain elements which are neither expressly nor inherently described 
in Schoch, it is submitted that none of these claims is anticipated by that reference. 

At the outset, it is noted that claims 1, 9 and 13 are amended by this paper to 
more particular point out and distinctly claim the subject matter of the invention. Moreover, 
each of the amendments are fully supported by the specification and/or drawing figures as 
originally filed. Amended claim 1 recites an intensifier that includes "a hollow elongate 
member having a small orifice in one end, the orifice having a width smaller than a width of 
the hollow elongate member," and further recites that the intensifier is configured to "emit the 
fluid through the orifice at a certain pressure...." No such elements are either expressly or 
inherently described in Schoch. For example, Schoch discusses the use of a hydraulic fluid 
intensifier 252 "with a source of hydraulic fluid 278 coupled to small piston volume 272...." 
(Col. 10, 11. 1-3.) After being compressed by pistons, the "compressed fluid is communicated 
to conduit 254 and regulator valve 274." (Col. 10, 11. 4-5.) Nowhere does Schoch describe 
the use of an orifice in an end of a hollow elongate member through which fluid is selectively 
emitted. In particular, Schoch does not describe the use of an orifice having a width smaller 
than a width of the hollow elongate member. Yet these elements are specifically recited in 
amended claim 1 . 

The Examiner states that "the intensifier (252) clearly has a first wide portion. . . 
and a second narrow portion (where (254) communicates with (272))...." Applicants 
respectfully disagree with the Examiner' s interpretation of Figure 1 1 . Figure 1 1 is a schematic 
representation of a fluid system, wherein conduits, such as the conduit 254, are illustrated as 
single lines. Therefore, it is improper to estimate the width of such conduits without support 
from the text of the specification. Nowhere in the Schoch reference is it stated that there is a 
small orifice, or even that the fluid flow path narrows when the fluid leaves the small volume 
272 of the intensifier 252 and enters the conduit 254. Thus, Schoch does not show the 
identical invention in as complete detail as is contained in amended claim 1, and amended 
claim 1 includes elements which are neither expressly nor inherently described in Schoch. 
Therefore, with regard to amended claim 1, the MPEP definition of anticipation is not met. 
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Amended claim 1 is the base claim for claims 2 and 3. Each of these dependent 
claims contains all of the limitations of amended claim 1, as well as additional limitations 
which further distinguish it from Schoch. For example, claim 2 recites that the "intensifier has 
a first wide portion which initially receives said fluid and a second narrow portion which is in 
communication with said first wide portion and which includes a tapered end through which 
said fluid is emitted." First, as discussed above, Schoch does not illustrate or describe an 
intensifier wherein fluid is initially received in a wide portion and is then emitted through a 
second narrow portion. Further, Schoch does not describe or illustrate a second narrow 
portion having a tapered end, as specifically recited in claim 2. 

The Examiner states that "a second narrow portion (where (254) communicates 
with (272)) [ ] inherently is tapered since the cross sectional area decreases from that 
corresponding to (272) to the much narrower (254)." A noted above, the interpretation that 
the conduit 254 is narrower than the small volume 272 is not supported by the reference. In 
addition, merely changing from one cross-sectional area to a narrower cross-sectional area does 
not inherently mean there is a taper. Indeed, Webster's Third New International Unabridged 
Dictionary defines "taper" as "becom[ing] gradually smaller toward one end...." First, there 
is no indication that the cross-sectional area changes geometry in any way between the small 
volume 272 and the conduit 254; moreover, there is nothing to indicate that if there is a 
geometry change that it changes from larger to smaller. Finally, there is nothing to indicate 
that if there is a geometry change from larger to smaller, that such a change takes place 
"gradually". Because claims 2 and 3 each contain all of the limitations of amended claim 1, 
as well as additional limitations which further distinguish them from Schoch, neither of these 
claims is anticipated by that reference. 

Amended claim 9 recites a method for dispensing fluid which comprises 
"moving the fluid through a small orifice in an end of a hollow elongate member, the small 
orifice having a width smaller than a width of the hollow elongate member...." As noted 
above, Schoch does not recite a structure that includes a small orifice in an end of a hollow 
elongate member, particularly a small orifice having a width smaller than a width of the hollow 
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elongate member. In addition, Schoch does not expressly or inherently described a method for 
dispensing fluid that includes moving the fluid through such an orifice, as specifically recited 
in amended claim 9 of the present application. Therefore, with regard to amended claim 9, 
the MPEP definition of anticipation is not met. 

Claim 10 recites "[t]he method of claim 9 wherein said fluid comprises water. " 
Nowhere does Schoch expressly recite a method that includes water. Moreover, Schoch does 
not inherently describe such an element. Schoch is concerned with "mechanical presses, and 
in particular [ ] a monitorable, feedback controllable tool system for the dies and tool sets of 
the presses. " (Col. 1 , 11. 10-12.) Schoch does describe the use of a hydraulic fluid as used in 
the mechanical presses, but does not describe the use of water. Using water in a mechanical 
press system would invite rust and corrosion of the dies, tool sets, presses and other ferrous 
metal parts that are associated with such systems. Amended claim 9 is the base claim for 
claims 10, 11, 13 and 14. Each of these dependent claims contains all of the limitations of 
amended claim 9, as well as additional limitations which further distinguish it from Schoch. 
Therefore, with regard to claims 10, 11, 13 and 14, the MPEP definition of anticipation is not 
met. 

Claim Rejections— 35 U.S.C. § 103 

The Examiner rejected claim 12 under 35 U.S.C. § 103(a) as being unpatentable 
over Schoch, and further rejected claims 4-8 under 35 U.S.C. § 103(a) as being unpatentable 
over Schoch in view of U.S. Patent No. 6,328,542 (Serafm et al.). The MPEP states that in 
order to establish prima facie obviousness, all of the claim limitations of an invention must be 
taught or suggested by the prior art. MPEP § 2143.03, 8 th ed., Rev. 1. Because claim 12 
contains limitations which are neither taught nor suggested by Schoch, either alone or in 
combination with the other cited references, it is submitted that claim 12 is not obvious. 

Amended claim 9 is the base claim for claim 12; claims 10 and 11 are 
intervening claims. Therefore, claim 12 contains all of the limitations of amended claim 9, 
claim 10 and claim 11, as well as additional limitations which further distinguish it from the 
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cited reference. For example, as discussed above, amended claim 9 recites "moving [ ] fluid 
through a small orifice in an end of a hollow elongate member, the small orifice having a width 
smaller than a width of the hollow elongate member...." No such limitation is taught or 
suggested by Schoch. In addition, claim 10 recites that the "fluid comprises water." Schoch 
describes a feedback tool and control system for a mechanical press tool. Nowhere in Schoch 
is the use of water discussed. Although Schoch does discuss the use of a hydraulic fluid, water 
is not expressly taught. Moreover, Schoch does not even suggest the use of water since the 
use of water in a mechanical press tool would have deleterious effects on the metal parts of the 
tool. Thus, using water with the press tool described in Schoch would render the press tool 
unsatisfactory for its intended purpose. As clearly stated in the MPEP, when a modification 
to a device renders it unsatisfactory for its intended purpose, a lack of suggestion or motivation 
to make the modification is indicated. MPEP § 2143.01, 8 th ed., Rev. 1. Hence, with regard 
to amended claim 9, claims 10 and 11, and therefore claim 12, the MPEP requirements for 
prima facie obviousness are not met. 

Amended claim 1 is the base claim for claims 4-8. Each of these dependent 
claims contains all of the limitations of amended claim 1, as well as additional limitations 
which further distinguish it from the cited references. As discussed above in regard to the 
anticipation rejections, amended claim 1 contains elements which are neither expressly nor 
inherently described in Schoch. For example, amended claim 1 recites an intensifier that 
includes "a hollow elongate member having a small orifice in one end, the orifice having a 
width smaller than a width of the hollow elongate member, the intensifier being configured to 
receive fluid and to selectively emit the fluid through the orifice. ..." No such limitations are 
taught or suggested by Schoch, either alone or in combination with Serafin et al. Therefore, 
it is submitted that amended claim 1 is not obvious in light of the cited references. 

In addition to containing all of the limitations of amended claim 1, claims 4-8 
also contain the limitations of intervening claims 2 and 3. Claim 2 recites that the "intensifier 
has a first wide portion which initially receives said fluid and a second narrow portion which 
is in communication with said first wide portion and which includes a tapered end through 
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which said fluid is emitted. " Schoch and Serafin et al. do not teach or suggest such limitations. 
For example, Schoch does discuss a hydraulic fluid intensifier 252 that receives hydraulic fluid 
into a small piston volume 272, and communicates the fluid to a conduit 254. (Col. 10, 11. 1- 
5.) As discussed above, there is no indication that the width of the conduit 254 is smaller than 
the width of the small piston volume 272. Moreover, Schoch, taken alone or with Serafin et 
aL, does not teach or suggest a tapered end through which fluid is emitted from the second 
narrow portion, as specifically recited in claim 2. Thus, the limitations of claim 2, which are 
also in each of the claims 4-8, are not taught or suggested by the cited references. 



In addition to the limitations of amended claim 1 and claims 2-6, claim 7 also 



includes the limitation of a fluid metering apparatus "wherein said fluid comprises water. " 
Neither Schoch, nor Serafin et al., discuss the use of water, and as noted above, using water 
with the press described in Schoch would be detrimental; therefore, there is no suggestion or 
motivation to make such a modification. Thus, claims 4-8 each contain limitations which are 
neither taught nor suggested by any of the cited references, alone or in combination. 
Therefore, with regard to claims 4-8, the MPEP requirements for prima facie obviousness are 
not met. Accordingly, allowance of each of the pending claims is requested. 
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